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REMARKS 

Claim Objections 

Claim 8 was objected to "because it is not at all clear how the subscript y may 
equal more than 6 given that the central residue , Q' is at best hexavalent meaning it can 
have no more as not limited to the elected invention." 3/1/05 Office Action, page 2. The 
present cancellation of 8 renders this objection moot. However, the cancellation of claim 
8 is unrelated to the present objection, and Applicants respectfully note that the structure 
"Q" is not limited to a single phenolic nucleus. For example, as described in paragraph 
[0007] of the written description, Q maybe a radical having the structure 




wherein X also may be, inter alia, sulfur, sulfonyl, sulruryl, oxygen, or other such 
bridging group having a valence of 2 or greater to result in various bis- or higher 
polyphenols; and n (i.e., the number of phenylene ether units bound to X) is 1 to about 
100, preferably 1 to 3, and more preferably 1 to 2. In other words, since X is not limited 
to monovalent groups, the total valency of Q is not limited to six. 

Claim Rejection * Tinder 35 U.S.C. & 1020)1 

Claims 1-12, 14-18, 24-32, 35-37, 40, 41, 44, 45, 47, 48, 50, and 51 stand rejected 
under 35 U.S.C. § 102(b), as allegedly anticipated by U.S. Patent No. 6,352,782 to 
Yeager et al. ("Yeager"). Applicants respectfully traverse this rejection. 

Yeager generally describes a resin composition comprising (1) a reactively 
endcapped poly(phenylene ether) and (2) a curable unsaturated monomer composition. 
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Yeager abstract, Yeager does not teach precipitation of a capped poly(arylene ether) with 
a Cr-Ce alkanol. Nor does Yeager teach compositions comprising curing inhibitors. 

Claims 1 and 8 have been canceled. 

Claims 2, 9-12, 14-17, 24-29, 31-33, 36, 38, 40, and 44 have been amended to 
depend directly from allowable claim 1 3, which has been rewritten in independent form 
as discussed below. As a result of further dependences from the claims rewritten in 
independent form, claims 2-7, 9-12, 14-20, 24-38, 40, 44, and 47 now ultimately depend 
from allowable claim 13. 

Applicants respectfully assert that claims 41, 45, 48, 50, and 51 are not 
anticipated by Yeager because Yeager does not teach all the limitations of these claims. 
Anticipation requires that all of the elements of the claim be found within a single prior 
art reference. Scripps Clinic & Research Foundation v. Genentech, Inc., 927 F.2d 1565, 
1576 (Fed. Cir. 1991). Claims 41, 45, 48, 50, and 51 each include, expressly or via 
dependence, the limitation that the capped poly(aryl«ne ether) is precipitated with a C 2 -C 6 
alkanol. Yeager does not teach this limitation. Accordingly, Yeager cannot anticipate 
claims 41, 45, 48,50, and 51. 

For all of the above reasons, Applicants respectfully request the reconsideration 
and withdrawal of the rejection of claims 2-7, 9-12, 14-18, 24-32, 35-37, 40, 41, 44, 45, 
47, 48, 50, and 51 under 35 U.S.C. § 102(b) over Yeager. 

Claim Rejections U nder 35 U.S.C. S 103fa) 

Claims 19-23, 33, 34, 38, 39, and 51 stand rejected under 35 U.S.C. § 103(a), as 
allegedly unpatentable over Yeager et al. Applicants respectfully traverse this rejection. 

Regarding claims 19, 20, and 51, Applicants first note that claims 19 and 20 are 
allowable because they now depend ultimately from and further limit allowable claim 13. 
Claims 19 and 20 are further patentable over Yeager, and claim 51 is likewise patentable 
over Yeager, because Yeager does not teach or suggest the limitation of precipitating 
with a C2-C0 alkanol. The examiner states that 
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Yeager only expressly discloses the utilization of methanol as an 
antisolvent. Nevertheless, the skilled artisan will appreciate that 
structurally similar liquids, i.e. those alcohols having more carbon atoms 
than methanol, will, likewise facilitate precipitation of the polymer. "[I]t 
is prima facie obvious to substitute equivalents, motivated by the 
reasonable expectation that the respective species will behave in a 
comparable manner or give comparable results in comparable 
circumstances," In re Ruff 118 USPQ 343; In re Jezel [sic; Jezl] 158 
USPQ 99; the express suggestion to substitute one equivalent for another 
need not be present to render the substitution obvious. In re Font [sic; 
Fot4t], 213 USPQ 532. 

3/1/05 Office Action, pages 4-5. The examiner's argument is premised on the 
proposition that "alcohols having more carbon atoms than methanol" are equivalent to 
methanol for the purposes of precipitating a capped poly(arylene ether). However, there 
is no reference of record teaching such an equivalence, and the proposition cannot be 
sustained on mere Examiner argument Independent of whether such an equivalence 
exists, there is no reference of record that teaches or suggests the claim 19 and 51 
limitation of a C 2 -Ce alkanol or the claim 20 limitation of isopropanol. Establishing a 
prima facie case of obviousness requires that all elements of the invention be taught or 
suggested by the prior art* See, e>g-> CFMT, Inc. v, Yieldup Intern. Coij>>> 349 F.3d 1333, 
1342 (Fed. Cir. 2003); In re Royka, 490 F,2d 981, 985 (C.C.P.A. 1974). Accordingly, a 
prima facie case of obviousness against claims 19, 20, and 51 has not been established. 

Regarding claims 21-23, the examiner states that hashing polyarylene ether with 
an aqueous solution as a means of removing the phenol polymerization catalyst is widely 
documented in the prior art and would be an obvious manipulation to those having 
ordinary skilL" However, no inference has been cited for this proposition. Furthermore, 
the Examiner's argument appears to ignore that the limitations are directed to washing a 
"ca pped poly(arylene ether)". In short the examiner has cited no reference that teaches 
or suggests the claim 21 limitation 'Nvherein the solution of the capped poly(arylene 
ether) is washed with an aqueous solution", the claim 22 limitation "wherein the solution 
of the capped poly(arylene ether) is washed with an aqueous solution having a pH of 
about 1 to about T\ or the claim 23 limitation "wherein the solution of the capped 
poly(ary]ene ether) is washed with an aqueous solution having a pH of about 7 to about 
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1 3". Accordingly, a prima facie case of obviousness has not been established for claims 
21-23. 

Regarding claims 33 and 34, claim 33 has been amended to depend from 
allowable claim 13, Since claim 34 depends directly from claim 33, Claims 33 and 34 
should now be allowable. 

Regarding claims 38 and 39, the examiner states that "inhibitors are not expressly 
disclosed, but it is prima faci^ obvious to add a known ingredient to a known composition 
for its known function. In re Lindner 173 USPQ 356; In re Dial 140 USPQ 244." 
However, in both Lindner and Dial, references were of record teaching each individual 
claim limitation, and the question was whether tbe particular teachings of the references 
would be combined by one of ordinary skill in the art. In contrast, here there is no 
reference of record teaching inhibitors. Having failed to cite references that teach or 
suggest all of the limitations of claims 38 and 39, the examiner has failed to establish a 
prima facie case of obviousness against claims 38 and 39. 

For all of the above reasons, Applicants respectfully request the reconsideration 
and withdrawal of the rejection of claims 19-23, 33, 34, 38, 39, and 51 under 35 USX?. § 
103(a). 

AUsaable Swfriwt Matter 

Claims 13, 42, 43, 46, and 49 stand objected to as being dependent upon a 
rejected base claim but allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 3/1/05 Office Action, page 5. 

Claim 13 has been rewritten in independjant form including all of the limitations 
of the base claim and any intervening claims. 

Applicants respectfully note that claim 42 was originally presented in independent 
form. It should therefore be allowable without amendment. Also, claim 43 depends 
directly fix>m claim 42, so it should be allowable in its present form as depending from 
and ftirther limiting an allowable claim. Similarly, claims 46 and 49 incorporate by 

21 



PAGE 23/24 * RCVD AT 4/22/2005 1 1:09:59 AM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/4 * DNIS:8729306 * C$ID:86028601 15 1 DURATION (mm-ss):05-28 



Apr 22 2005 10;12flM CANTOR COLBURN LLP 



86028601 15 



135062-1 



reference the allowable composition of claim 42, so they, too, should be allowable in 
their present form. 

Accordingly, Applicants respectfully request the reconsideration and allowance of 
Claims 13, 42, 43, 46, and 49. 

It is believed that the foregoing amendments and remarks folly comply with the 
Office Action and that the claims herein should now be allowable to Applicants. 
Accordingly, reconsideration and allowance is requested. 

If there are any additional charges with respect to this Amendment or otherwise, 
please charge them to Deposit Account No. 06-1 1 30 maintained by Assignee. 



Respectfully submitted, 



CANTOR COLBURN LLP 
Applicants' Attorneys 




L Michael Bucnanan 
Registration No, 44,571 



Date: 

Customer No.: 
Telephone: 



April 22, 2005 
23413 

(860) 286-2929 
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